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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 25-35 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 25 teaches a "template". It is unclear if the instructions are necessarily in 
executable form, and therefore, the template has been reasonably interpreted as 
descriptive material, per se. In addition, Claim 25 fails to claim the template recorded on 
an appropriate computer readable medium so as to be structurally and functionally 
interrelated to the medium and permit the function of the descriptive material to be 
realized. Because the template taught in claim 25 does not constitute a process, 
machine, manufacture or a composition of matter, it does not fall within a statutory 
category of invention and is consequently rejected as nonstatutory. 

Claims 26-32 mirror the deficiencies of claim 25 and are also rejected as non- 
statutory. 

Claim 33 teaches a "computer program". It is unclear if the instructions are 
necessarily in executable form, and therefore, the program has been reasonably 
interpreted as descriptive material, per se. In addition, Claim 33 fails to claim the 
template recorded on an appropriate computer readable medium so as to be 
structurally and functionally interrelated to the medium and permit the function of the 
descriptive material to be realized. Because the program taught in claim 33 does not 
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constitute a process, machine, manufacture or a composition of matter, it does not fall 
within a statutory category of invention and is consequently rejected as nonstatutory. 

Claims 34 and 35 mirror the deficiencies of claim 33 and are also rejected as 
non-statutory. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5, 7-8, 10,13-17.19-20, 22, 25-30, 33-34 are rejected under 35 
U.S.C. 102(b) as being anticipated by Scalzi et al. (US Patent 6,075,937). 

As to claim 1, Scalzi teaches a method of translating binary code 
instructions from a source format to a target format for processing by a target processor, 
said method comprising the steps of: 

identifying a source instruction (see column 6, lines 9-10), 
selecting a translation template corresponding to said identified source 
instruction, said template providing a set of target format instructions semantically 
equivalent to said identified source instruction (see column 6, lines 10-11 and column 
12, lines 18-21), 

translating said identified instruction in accordance with said template (see 
column 6, lines 11-14), and 
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outputting said translated instruction for processing by said target processor 
(see column 6, lines 14-17). 

As to claim 2, Scalzi teaches a method according to claim 1 in which said 
source and target instructions include a control part and a data part and said control 
part being used in said identification step to identify an instruction (see column 22, lines 
50-52). 

As to claim 3, Scalzi teaches a method according to claim 2 in further 
comprising a transformation step in which said data part from said source instruction is 
transformed into said corresponding data part or parts of said set of target format 
instructions (see column 3, lines 2-7). 

As to claim 4, Scalzi teaches a method according to claim 3 in which said 
transformation step is carried out in accordance with a bit filling routine associated with 
said template (see column 18, lines 14-18 and column 19, lines 46-49 and 57-60). 

As to claim 5, Scalzi teaches a method according to claim 4 in which said 
bit filling routine is uniquely associated with said template (see column 18, lines 14-18 
and column 19, lines 46-49 and 57-60). 

As to claim 7, Scalzi teaches a method according to claim 2 in which said 
source instruction control parts are each concatenated to provide a unique identifier and 
said templates are indexed in accordance with said identifiers (see column 14, lines 31- 
40). 
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As to claim 8, Scalzi teaches a method according to claim 7 in which said 
templates are indexed by said unique identifiers in a look up table (see column 12, lines 
'56-59). 

* As to claim 10, Scalzi teaches a method according to claim 1 in which said 
templates are provided by software procedure calls (see column 10, lines 14-17). 

As to claim 13, Scalzi teaches an apparatus for translating binary code 
instructions from a source format to a target format for processing by a target processor, 
the apparatus comprising: 

an instruction identifier for identifying a source instruction (see column 6, lines 

9-10), 

a template selector for selecting a translation template corresponding to said 
identified source instruction, said translation template providing a set of target format 
instructions semantically equivalent to said identified source instruction (see column 6, 
lines 10-11 and column 12, lines 18-21), 

a translator for translating said identified instruction in accordance with said 
template (see column 6, lines 1 1-14), and 

an output buffer for outputting said translated instruction for processing by said 
target processor (see column 6, lines 14-17). 

As to claim 14, Scalzi teaches an apparatus according to claim 13 in 
which said source and target instructions include a control part and a data part and said 
instruction identifier uses said control part to identify instruction (see column 22, lines 
50-52). 
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As to claim 15, Scalzi teaches an apparatus according to claim 14 in 
which in said translator is operable to transform said data part from said source 
instruction into said corresponding data part or parts of said set of target format 
instructions (see column 3, lines 2-7). 

As to claim 16, Scalzi teaches an apparatus according to claim 15 in 
which said transformation is carried out in accordance with a bit filling routine 
associated with said template (see column 18, lines 14-18 and column 19, lines 46-49 
and 57-60) 

As to claim 17, Scalzi teaches an apparatus according to claim 16 in which 
said bit filling routine is uniquely associated with said template (see column 18, lines 14- 
18 and column 19, lines 46-49 and 57-60). 

As to claim 19, Scalzi teaches an apparatus according to claim 14 in 
which said source instruction control parts are concatenated to provide a unique 
identifier and said templates are indexed in accordance with said identifiers (see column 
14, lines 31-40). 

As to claim 20, Scalzi teaches an apparatus according to claim 19 in 
which said templates are indexed by said unique identifiers in a look up table (see 
column 12, lines 56-59). 

As to claim 22, Scalzi teaches an apparatus according to claim 13 in 
which said templates are provided by software procedure calls (see column 10, lines 
14-17). 
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As to claim 25, Scalzi teaches template for use in a binary code translator 
for translating binary code instructions from a source format to a target format for 
processing by a target processor, said template comprising a template identifier 
uniquely associating said template to a source instruction (see column 12, lines 56-59) 
and a set of instructions in said target format semantically equivalent to said source 
instruction (see column 2, lines 15-20). 

As to claim 26, Scalzi teaches a template according to claim 25 in which 
said source and target instructions include a control part and a data part and said 
template identifier is derived from said control part of said source instruction (see 
column 22, lines 50-52, and lines 57-61 ). 

As to claim 27, Scalzi teaches a template according to claim 26 in which in 
said template is associated with a set of instructions to transform said data part from 
said source instruction into said corresponding data part or parts of said set of target 
format instructions (see column 3, lines 2-7). 

As to claim 28, Scalzi teaches a template according to claim 27 in which 
said transformation is carried out in accordance with a bit filling routine associated with 
said template (see column 18, lines 14-18 and column 19, lines 46-49 and 57-60). 

As to claim 29, Scalzi teaches a template according to claim 28 in which 
said bit filling routine is uniquely associated with said template (see column 18, lines 14- 
18 and column 19, lines 46-49 and 57-60). 
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As to claim 30, Scalzi teaches a template according to claim 26 in which 
said template identifier is created by the concatenation of said control part of said 
source instruction (see column 14, lines 31-40). 

As to claim 33, Scalzi teaches a computer program for translating binary 
code instructions from a source format to a format for processing by a target processor, 
in accordance with the method of claim 1 (see column 1, lines 10-15). 

As to claim 34, Scalzi teaches a computer program according to claim 33 
in which said templates are implemented as routines in said computer program (see 
column 10, lines 14-17). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 11-12, 23-24,31 and 32 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Scalzi (US Patent 6,075,937). 

As to claims 1 1 , Scalzi teaches the limitations of claim 1 , but does not specifically 
teach that the source format is 32 bit and the target format is 64 bit. However, Scalzi 
discloses that the source format of his invention is S/390 and the target format is 
PowerPC. It is well known in the art that S/390 has a 32-bit architecture and the 
PowerPC has a 64-bit architecture. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made that the source format 
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is 32-bit and the target format is 64-bit in Scazi's invention, as his method can operate 
between any platform or processor type. 

As to claim 12, Scalzi teaches the limitations of claim 1 , but does not 
specifically teach that the source format is PA-RISC and the target format is Itanium™ 
code. Instead, he teaches the source format to be S/390 code and the target format to 
be PowerPC code. However, it is well known in the art that PA-RISC is a 32-bit 
architecture and Itanium is a 64-bit architecture, which share the same characteristics 
as the source and target formats disclosed by Scalzi. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
replace the source and target formats of Scalzi's invention with any other code formats, 
as Scalzi's method can operate between any platform or processor type. 

As to claims 23, Scalzi teaches the limitations of claim 13, but does not 
specifically teach that the source format is 32 bit and the target format is 64 bit. 
However, Scalzi discloses that the source format of his invention is S/390 and the target 
format is PowerPC. It is well known in the art that S/390 has a 32-bit architecture and 
the PowerPC has a 64-bit architecture. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made that the source format 
is 32-bit and the target format is 64-bit in Scazi's invention, as his method can operate 
between any platform or processor type. 

As to claim 24, Scalzi teaches the limitations of claim 13, but does not specifically 
teach that the source format is PA-RISC and the target format is Itanium™ code. 
Instead, he teaches the source format to be S/390 code and the target format to be 
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PowerPC code. However, it is well known in the art that PA-RISC is a 32-bit 
architecture and Itanium is a 64-bit architecture, which share the same characteristics 
as the source and target formats disclosed by Scalzi. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
replace the source and target formats of Scalzi's invention with any other code formats, 
as Scalzi's method can operate between any platform or processor type. 

As to claim 31 , Scalzi teaches the limitations of claim 25, but does not 
specifically teach that the source format is 32 bit and the target format is 64 bit. 
However, Scalzi discloses that the source format of his invention is S/390 and the target 
format is PowerPC. It is well known in the art that S/390 has a 32-bit architecture and 
the PowerPC has a 64-bit architecture. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made that the source format 
is 32-bit and the target format is 64-bit in Scazi's invention, as his method can operate 
between any platform or processor type. 

As to claim 32, Scalzi teaches the limitations of claim 25, but does not specifically 
teach that the source format is PA-RISC and the target format is Itanium™ code. 
Instead, he teaches the source format to be S/390 code and the target format to be 
PowerPC code. However, it is well known in the art that PA-RISC is a 32-bit 
architecture and Itanium is a 64-bit architecture, which share the same characteristics 
as the source and target formats disclosed by Scalzi. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
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replace the source and target formats of Scalzi's invention with any other code formats, 
as Scalzi's method can operate between any platform or processor type. 

6. Claims 6 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scalzi (US Patent 6,075,937) in view of Lee (US Patent 5,828,884). 

As to claim 6, Scalzi teaches the limitations of claim 3, but does not specifically 
teach the transformation of data of one type of endianness to data of another type of 
endianness. Lee is cited to teach a method for converting data between different endian 
formats similar to Scalzi's. Lee teaches a method for compiling a software program and 
executing the program on a system that converts data between little endian and big 
endian formats (see Abstract). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to combine the teachings of Scalzi and Lee 
because Lee provides a method that allows software developers to develop more 
efficient, portable, and bug-free code with respect to byte ordering issues. 

As to claim 18, Scalzi teaches the limitations of claim 15, but does not 
specifically teach the transformation of data of one type of endianness to data of 
another type of endianness. Lee is cited to teach a method for converting data between 
different endian formats similar to Scalzi's. Lee teaches a method for compiling a 
software program and executing the program on a system that converts data between 
little endian and big endian formats (see Abstract). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine the 
teachings of Scalzi and Lee because Lee provides a method that allows software 
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developers to develop more efficient, portable, and bug-free code with respect to byte 
ordering issues. 

7. Claims 9 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scalzi (US Patent 6,075,937) in view of Hughes et al. (US Patent 6, 519, 768 B1). 

As to claim 9, Scalzi teaches the limitations of claim 1, but does not 
specifically state that the translation is carried out at runtime of an emulated application 
program. Hughes, however, is cited to teach an instruction translation method that is 
similar to Scalzi's. Hughes teaches a translation process that is performed at run time 
(see column 3, lines 66-67). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to combine the teachings of Scalzi and 
Hughes because Hughes provides an improved translation technique that reduces 
many errors associated with the translation of instructions. In addition, Hughes also 
provides a new technique for improving the efficiency of block oriented code translation. 

As to claim 21 , Scalzi teaches the limitations of claim 13, but does not 
specifically state that the translation is carried out at runtime of an emulated application 
program. Hughes, however, is cited to teach an instruction translation method that is 
similar to Scalzi's. Hughes teaches a translation process that is performed at run time 
(see column 3, lines 66-67). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to combine the teachings of Scalzi and 
Hughes because Hughes provides an improved translation technique that reduces 
many errors associated with the translation of instructions. In addition, Hughes also 
provides a new technique for improving the efficiency of block oriented code translation. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheneca P. Smith whose telephone number is (571) 
270-1651. The examiner can normally be reached on Monday-Friday 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xiao Wu can be reached on (571 ) 272-7761 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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